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Qpinion by Walters, Adm nistrative Trademark Judge:

Optische Werke G Rodenstock has filed a trademark

application to register the mark SOLI TAIRE for “coatings for

spectacle lens.”?!

! Serial No. 74/506,610, in International Class 2, filed March 29, 1994.
The application was filed with a claimof priority, under Section 44(d),
based on the filing of a trademark application in Germany and with an
all egation of a bona fide intention to use the mark in conmmerce.
Appl i cant subsequently filed, under Section 44(e), a copy of the Gernman
registration issuing fromthe clainmed Gernan application and this
application proceeded on that basis.
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The Trademark Exam ning Attorney has finally refused
regi stration under Section 2(d) of the Trademark Act, 15
U S.C 1052(d), on the ground that applicant’s mark so
resenbl es the mark SOLI TAI RELENS, previously registered for
“contact |enses,”? that, if used on or in connection with
applicant’s goods, it would be likely to cause confusion or
m st ake or to deceive.

Appl i cant has appeal ed. Applicant and the Exam ning
Attorney have filed briefs. Applicant’s counsel and the
Exam ning Attorney appeared at the oral hearing before the
Board. W affirmthe refusal to register.

In a likelihood of confusion analysis, two key
considerations are the simlarities between the marks and
the simlarities between the goods. The Exam ni ng Attorney
contends that the parties’ marks are substantially simlar
and their goods are closely related. |In particular, the
Exam ning Attorney contends that SCLI TAIRE is the dom nant
portion of registrant’s mark; that LENS is a generic termin
connection with registrant’s goods and woul d be so perceived
inregistrant’s mark, as LENS is a shortened version of the
name of registrant’s goods, contact |enses; that applicant’s
mar k i ncorporates the dom nant feature of registrant’s mark
and adds nothing to it; and that the goods of the parties

are related and woul d be encountered by the sane consuners

2 Regi stration No. 1,776,341, issued June 15, 1993, to Tru-Form Optics,
Inc., in International dass 9.
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as both parties are in the business of providing optical
products. In support of his position that the goods are
rel ated because coatings can be applied to both spectacles
and contact |enses, the Exam ning Attorney submtted copies
of excerpts fromthe LEXI S/ NEXI S dat abase, several exanples
of which follow

“Get an anti-reflective coating for your regul ar

eyegl asses or contact |enses. Any optonetrist or

optician can supply this.” The University of

California, Berkeley Wellness Letter, June 1995.

“The team. . . also launched a new brand of

coating-treated contact |enses which stay cl eaner

| onger as they prevent protein fromtears sticking

to the lenses and clogging them” Daily Mil,

July 26, 1994.

“You can al so get a 100 percent UV-bl ocki ng

coating for reqgul ar eyegl asses. Even contact

| enses can be coated to screen out ultraviolet

light . . .” The Washington Post, July 5, 1988.

“The process is said to be ready for its first

commercial tryout — preparing a scratch-resistant

coating for contact |enses.” Chem cal

Engi neering, March 3, 1986.

On the other hand, applicant contends that there are
di fferences in appearance, sound, neaning and commerci al
i npression when the parties’ marks are viewed in their
entireties; that registrant’s mark is a unitary mark and, as
such, the suffix LENS would not be perceived solely as a
descriptive or generic term that the parties’ goods are
different; and that applicant’s goods are directed to
optonetrists and opticians, who are sophisticated

professionals. In its response of Novenber 6, 1995,
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appl i cant argues that “contact | enses have no coatings; only
spectacl e | enses can have coatings. It is submtted this is
wel | know (sic) to opticians and optonetrists. Not only are
applicant’s goods not the |enses thensel ves, but applicant’s
goods are coatings for spectacle (rather than contact)

| enses.”

Considering, first, the marks, we concl ude that
applicant’s mark, SOLI TAIRE, and registrant’s nark,
SOLI TAI RELENS, create substantially simlar overal
commercial inpressions. There is nothing in the record to
indicate that SOLITAIRE is other than an arbitrary termin
connection wth both applicant’s goods, coatings for
spectacle | enses, and registrant’s goods, contact |enses.
There is no question that the termLENS is at |east highly
descriptive, if not generic, in connection with contact
lenses. We find that SOLI TAIRE is the dom nant portion of
registrant’s mark; and that neither the addition of LENS to
the term SOLI TAIRE, nor the nerger of SOLITAI RE and LENS
into a single word, detracts fromthe dom nance of the
arbitrary term SOLITAIRE in registrant’s mark. Applicant’s
mark is identical to the dom nant portion of registrant’s
mark. The addition of LENS to registrant’s mark does not
di stinguish the parties’ marks. Rather, upon encountering
both parties’ marks in connection with their respective

goods, consuners are likely to perceive that there is a
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SOLITAIRE |line of optical products of which SOLI TAI RELENS
contact |enses are one product.

Turning to the goods, we note that goods and/or
services do not have to be the same or even conpetitive to
support a finding of likelihood of confusion. It is enough
if the goods and/or services in connection with which the
mar ks are used are related in some manner such that they
woul d be seen by the sane individuals under circunstances
t hat woul d cause those individuals to believe, albeit
m st akenly, that the goods emanate fromthe same source.

See, CGeneral MIIls Fun Goup, Inc. v. Tuxedo Monopoly Inc.,
204 USPQ 396 (TTAB 1979), aff’'d, 648 F.2d 1335, 209 USPQ 986
(CCPA 1981) and cases cited therein. 1In this case, we find
that applicant’s goods, coatings for spectacle | enses, are
closely related to registrant’s goods, contact |enses. Both
spect acl es and contact | enses are optical products used
primarily to correct vision or protect eyes. The evidence
establ i shes that both spectacles and contact |enses are sold
t hrough, at |east, opticians and optonetrists; that
opticians and optonetrists also sell the coatings for such
products;® and that, contrary to applicant’s contention,

coatings are commonly applied to both spectacles and cont act

3 Applicant’s own German registration, which forms the basis of the
application herein, is evidence that spectacles and coatings for
spectacl e | enses may emanate fromthe sane source. The Gernman
registration identifies applicant’s “line of business” as the

“manuf acture and sal e of spectacles and spectacle frames.” The goods
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| enses, often for the same purpose (i.e., to protect the
wearer’'s eyes fromultra-violet light).

As neither party’ s goods contain any limtations as to
the channels of trade, we nust presune that the goods of
applicant and registrant are sold in all of the normal
channels of trade to all of the normal purchasers for such
goods. See Canadi an | nperial Bank v. Wlls Fargo, 811 F.2d
1490, 1 USP2d 1813 (Fed. G r. 1987). Thus, we nust presunme
that the goods of applicant and registrant are sold through
t he sane channels of trade to the sane cl asses of
purchasers. Beyond evi dence that goods of the type
identified in the application and registration are avail abl e
t hrough opticians and optonetrists, the record is silent as
to the class of purchasers of the parties’ goods, their
sophi stication, the cost of the goods, or the care with
whi ch purchases of the goods herein are made. There is no
support for applicant’s contention that the channels of
trade for the parties’ goods are limted to opticians and
optonetrists. In other words, there is no reason not to
assunme that the normal channels of trade include the
mar keti ng and sal e of the goods herein under their
respective marks, through opticians and optonetrists, to the

ultimate purchasers of spectacles and contact | enses.

identified in the registration include spectacle | enses, coated
spectacl e | enses, coatings for spectacle | enses and spectacl es.
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Thus, we are not persuaded by applicant’s argunent that
confusion is not likely in this case because the purchasers
of the parties’ goods are sophisticated professionals in the
optical field. W do not know fromthis record whether the
goods are relatively expensive itens or whether the purchase
of such itens is nmade by ordi nary purchasers, either
casually or after careful consideration. However, even if
we were to conclude that the goods of the parties are
mar ket ed under their respective marks only to optical
prof essionals, we note that highly educated and
sophi sticated professionals are not i mune from confusion
when the marks are as simlar as these marks and the goods
with which they are used are as closely related as the goods
herein. See, In re CGeneral Electric Conpany, 180 USPQ 542
(TTAB 1973).

Therefore, we conclude that in view of the substanti al
simlarity in the comercial inpressions of applicant’s
mar k, SOLI TAIRE, and registrant’s mark, SOLI TAI RELENS, their
cont enpor aneous use on the closely related goods involved in
this case is likely to cause confusion as to the source or

sponsorshi p of such goods.
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Deci sion: The refusal under Section 2(d) of the Act is

af firned.

G D. Hohein

P. T. Hairston

C. E Wilters
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board



